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PROSECUTION ON THE MERITS JS CLOSED . THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS. 
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON 
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308. 
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I. Review the SMALL ENTITY status shown above. 

If the SMALL ENTITY is shown as YES, verify your current 
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A. If the status is the same, pay the TOTAL FEE(S) DUE shown 
above. 

B. If the status above is to be removed, check box 5b on Part B - 
Fee(s) Transmittal and pay the PUBLICATION FEE (if required) 
and twice the amount of the ISSUE FEE shown above, or 



If the SMALL ENTITY is shown as NO: 



A. Pay TOTAL FEE(S) DUE shown above, or 



B. If applicant claimed SMALL ENTITY status before, or is now 
claiming SMALL ENTITY status, check box 5a on Part B - Fee(s) 
Transmittal and pay the PUBLICATION FEE (if required) and 1/2 
the ISSUE FEE shown above. 
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of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a 
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the paper as an equivalent of Part B. 

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to 
Mail Stop ISSUE FEE unless advised to the contrary. 

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of 
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due. 
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Stales Postal Sen ice with sufficient postage for first class mail in an envelope 
addressed to the Mail Slop ISSIT. PP.P. address abo\e. or beiim facsimile 
transmitted to the USPTO (571 ) 273-2885, on the date indicated below. 
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3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 
PLEASE NO 1 
recordation as 

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY) 



Please check the appropriate assignee category or categories (will not be printed on the patent) : Q Individual Q Corporation or oilier private group entity Q Government 

4a. The following fee(s) are submitted: 4b. Payment of Fee(s ): (Please first reapply any previously paid issue fee shown above) 
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□ Publication Fee (No small entity discount permitted) □ Payment by credit card. Form PTO-2038 is attached. 
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5. Change in Entity Status (from status indicated above) 

□ a. Applicant claims SMALL ENTITY status. See 37 CFR 1.27. □ b. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2). 



ir the assignee or other parly in 
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submitting the compl i d pplicali n I ml th I'SPTO fim ill i I | ndin n nil individual n mm nl nth H I m ui quire to complete 

this form and/or susseslions- for reducing this burden, should be sent to the ( Iiiel Information Officer. I .S. Patent and Trademark Office. I .S. Department of Commerce. P.O. 
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08/19/2003 
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GOODWIN PROCTER LLP 

PATENT ADMINISTRATOR ] art unit I paper number 

EXCHANGE PLACE 

BOSTON, MA 02109-2881 datemailed: 09/11/2008 



Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 

(application filed on or after May 29, 2000) 

The Patent Term Adjustment to date is 500 day(s). If the issue fee is paid on the date that is three months after the 
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half 
months) after the mailing date of this notice, the Patent Term Adjustment will be 500 day(s). 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval 
(PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be 
directed to the Customer Service Center of the Office of Patent Publication at l-(888)-786-0101 or 
(571)-272-4200. 
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Application No. 


Applicant(s) 


Notice of Allowability 


10/643,752 


LIU ET AL. 


Examiner 


Art Unit 






STEPHANIE K. MUMMERT 


1637 





~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 

All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1 . This communication is responsive to 3/10/08 . 

2. The allowed claim(s) is/are 24,26-32,35-37,39-43,46-48 and 104-116 . 

3. □ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a) □ All b)DSome* c) □ None of the: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

4. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

5. □ CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1 ) □ hereto or 2) □ to Paper No./Mail Date . 

(b) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper No./Mail Date . 

Identifying indicia such as the application number (see 37 CFR 1. 84(c)) should be written on the drawings in the front (not the back) of 
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d). 

6. □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 

attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 



Attachment(s) 

1 . □ Notice of References Cited (PTO-892) 

2. □ Notice of Draftperson's Patent Drawing Review (PTO-948) 

3. S Information Disclosure Statements (PTO/SB/08), 

Paper No./Mail Date 3/10/08 

4. □ Examiner's Comment Regarding Requirement for Deposit 

of Biological Material 



5. □ Notice of Informal Patent Application 

6. □ Interview Summary (PTO-413), 

Paper No./Mail Date . 

7. ^ Examiner's Amendment/Comment 

8. ^ Examiner's Statement of Reasons for Allowance 

9. □ Other . 
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DETAILED ACTION 

Applicant's amendment filed on March 10, 2008 is acknowledged and has been entered. 
Claims 24, 35, 37, 46-47, 105, 106 have been amended. Claims 1-23, 25, 33-34, 38, 44-45, 49- 
103 have been canceled. Claims 107-1 16 have been added. Claims 24, 26-32, 35-37, 39-43, 46- 
48, 104-1 16 are pending. 

Claims 24, 26-32, 35-37, 39-43, 46-48, 104-1 16 are discussed in this Office action. 

Terminal Disclaimer 

The terminal disclaimer filed on March 10, 2008 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of US Patent 7, 
070,928; US Patent 7,223,545 and US Patent application 10/643752 has been reviewed and is 
accepted. The terminal disclaimer has been recorded. 

The rejections of claims under obviousness-type double patenting are withdrawn in view 
of the terminal disclaimer filed by Applicant discussed above. 

Furthermore, Applicant's remarks that the 1 1/586851 copending application has gone 
abandoned are acknowledged (p. 1 1 of remarks) and the rejection over that application is also 
withdrawn. 
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Information Disclosure Statement 

The information disclosure statement (IDS) submitted on March 10, 2008 was filed in 
compliance with the provisions of 37 CFR 1.97. Accordingly, the information disclosure 
statement is being considered by the examiner. 

Claims 24, 26-32, 35-37, 39-43, 46-48, 104-1 16 are allowed. 

REASONS FOR ALLOWANCE 

The following is an examiner's statement of reasons for allowance: 
The claims of the instant invention are drawn to an in vitro method for increasing 
reaction selectivity among a plurality of reactants in a nucleic acid templatcd synthesis reaction, 
a method which yields a reaction product that is not a nucleic acid. The closest prior art, Sergeev 
(WO00/61775; October 2000) teaches a method of nucleic acid templated synthesis that 
produces a reaction product that is not nucleic acid. However, while Sergeev teaches a method 
that is very similar in design and function to the method as claimed, Sergeev does not teach or 
suggest that the second and third reactive units are capable of reacting independently with the 
first reactive unit. Furthermore, in the various embodiments claimed, the third reactive unit has 
an oligonucleotide attached, but the attached oligonucleotide does not comprise an anti-codon 
sequence and so does not anneal to the template and is therefore able to independently react with 
either the first reactive unit or with the second reactive unit. 

The format of Sergeev, which teaches olignonucleotides with associated reactive units 
that hybridize sequentially or in adjacent locations along a template to mediate template directed 



